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Remarks 

Reconsideration of the application is respectfully requested in view of the foregoing 
amendments and following remarks. Claims 1-5, 10, 12, 13, 16, 18, 43-45 and 57-60 are 
canceled herein. Claim 35 is amended herein. 

New claims 61-87 are added herein. These claims depend from claims 46 or 35, or a 
dependent claim thereof, and are directed to the subject matter under consideration. These 
claims parallel the previously pending and/or original claims. 

Applicants believe no new matter is added herein. Applicants believe that the 
application will be in condition for allowance following entry of this amendment. 

Allowable Subject Matter 

Claims 46-47, 54 and 60 are allowed. 

Claim 46 is a generic claim. New claims 78-80 and 83-84 depend from claim 46 and are 
directed to the elected species. These claims further limit the subject matter of claim 46. Thus, 
new claims 78-80 and 83-84 should also be allowed. 

Rejections Under 35 U.S.C. § 112, second paragraph 

Claims 12, 16, 35, and 50 are rejected under 35 U.S.C. §112, second paragraph, as being 
indefinite for the use of the term "about." Claims 12, 16 and 50 are canceled herein, rendering 
the rejection moot. 

Applicants respectfully disagree with the rejection as applied to claim 35. However, 
solely to advance prosecution, claim 35 is amended herein to delete the word "about," thereby 
rendering the rejection moot. This is the sole remaining rejection of claim 35. Claim 35 is 
directed to the use of oligodeoxynucleotides recited in allowed claim 54. Thus, claim 35 is in 
condition for allowance following entry of this amendment. 

New claims 61-77 and 87 depend from claim 35, or a dependent claim thereof. 
Applicants respectfully request allowance of these claims. This request is discussed in additional 
detail below. 
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Request for Rejoinder 

In response to the restriction requirement, Applicants elected Group I, directed to a 
method of treating or inhibiting inflammatory lung disease in a subject and a method of reducing 
the production of a cytokine or chemokine in a cell, with traverse. The Applicants further elected 
several' species, namely: 

A. Species of Disease: acute respiratory distress syndrome. 

B. Method of Administration: inhalation 

C. Oligodeoxynucleotide: SEQ ID NO: 1 

D. Secondary agent: anti-inflammatory agent 

Claims 35 and 46 are a generic claims as they are directed to any subject (with any 
disease, including acute respiratory distress syndrome), any method of administration (including 
inhalation) and the further administration of any agent (including anti-inflammatory agents). 
Thus, Applicants request rejoinder of species A, B and D with regard to these claims. Moreover, 
claim 54 is generic to a number of nucleic acid sequences, each of which is a suppressive 
oligodeoxynucleotide that is at least about 8 nucleotides in length, forms a G-tetrad, has a CD 
value of greater than about 2.9, and comprises at least two guanosines. Applicants request 
rejoinder of all of species C. As claim 54 was allowed, it is the Applicant's understanding that at 
least SEQ ID NO: 1, SEQ ID NO: 14, SEQ ID NO: 17, SESQ ID NO: 18, SEQ ID NO: 19 and 
SEQ ID NO: 21 have been rejoined and are under consideration. 

The Office action, dated July 21, 2006 confirms that upon the allowance of a generic 
claim the Applicants are entitled to consideration of claims to additional species which depend 
from, or otherwise require all of the limitations of, an allowable generic claim, as provided by 37 
C.F.R. § 1.141. 

New claim 62-63and 81-82 are directed to other diseases included in Group A. 
Applicants respectfully request rejoinder and allowance of claims 62-63 and 81-82. 

Claims 61 and 85 are directed to other methods of administration included in Group B. 
Applicants respectfully request rejoinder and allowance of claim 86. 
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Claims 35, 60, and 66-74 are directed to other oligodeoxynucleotides included in Group 
C. To advance prosecution, these claims are directed to those sequences listed in allowed claim 
54. Applicants would like to request rejoinder of all of SEQ ID NOs: 1-25. 

Claims 86-87 are directed to the administration of additional agents included in Group D. 
Applicants request the rejoinder of all additional agents and request rejoinder and allowance of 
claims 86-87. 

Rejections under 35 U.S.C. § J 12, First Paragraph 

Claims 1-5, 10, 12-13, 16, 18, 50 and 57-59 were rejected under 35 U.S.C. §112, first 

paragraph, as allegedly failing to comply with the written description requirement. 

Applicants respectfully disagree with this rejection. The Office action acknowledges that 

the specification discloses general methods and sequences, the effect of suppressive ODN on 

cytokine secretion, and the use of suppressive ODN in reducing inflammation in the lung in a 

mouse model of inflammatory lung disease. The Office action is critical of the data presentation, 

and alleges that "these disclosures do not provide adequate description of the claimed genus 

suppressive oligodeoxynucleotides aforerementioned above, or combination of two or more 

above." In making this rejection, it appears that only the Examples are addressed. This is not 

the proper standard. Indeed, MPEP § 2163 states: 

An applicant shows possession of the claimed invention by describing the claimed 
invention with all of its limitations using such descriptive means as words, structures, 
figures, diagrams, and formulas that fully set forth the claimed invention. Lockwood v. 
American Airlines, Inc., 107 F.3d 1565, 1572,41 USPQ2d 1961, 1966 (Fed. Cir. 1997). 
Possession may be shown in a variety of ways including description of an actual 
reduction to practice, or by showing that the invention was "ready for patentinfi" such as 
by the disclosure of drawings or structural chemical formulas that show that the invention 
was complete, or by describing distinguishing identifying characteristics sufficient to 
show that the applicant was in possession of the claimed invention . See, e.g., Pfaff v. 
Wells Elecs., Inc., 525 U.S. 55, 68, 119 S.Ct. 304, 312, 48 USPQ2d 1641, 1647 (1998); 
Eli Lilly, 119 F.3d at 1568, 43 USPQ2d at 1406; Amgen, Inc. v. Chugai Pharmaceutical, 
927 F.2d 1200, 1206, 18 USPQ2d 1016, 1021 (Fed. Cir. 1991) (one must define a 
compound by "whatever characteristics sufficiently distinguish it"), [emphasis added] 

There is more than adequate description in the present specification for the subject matter 
of claims 1-5, 10, 12-13, 16, 18, 50 and 57-59 including 32 pages of description, working 
examples, eight figures, and an extensive sequence listing including 25 examples of specific 
sequences of use. 
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However, this rejection is not addressed in detail herein. The Applicants would like to 
obtain a rapid allowance of claims 35, 46-47, 54 and 60, and claims that depend therefrom. 
Thus, claim 1-5, 10, 12 1-5, 10, 12-13, 16, 18, 50 and 57-59 are canceled. This renders the 
rejection moot. Applicants expressly reserve the right to prosecute the subject matter of claims 
1-5, 10, 12-13, 16, 18, 50 and 57-59 in a continuation application. 

Claims 1-5, 10, 12, 13, 16, 18, 43-45, 50, and 57-59 are rejected under 35 U.S.C. §112, 
first paragraph, as allegedly not being enabled by the specification. Applicants respectfully 
disagree with this rejection. 

Any analysis of whether a particular claim is supported by the disclosure in an 
application requires a determination of whether that disclosure, when filed, contained sufficient 
information regarding the subject matter of the claims as to enable one skilled in the pertinent art 
to make and use the claimed invention. There clearly is sufficient disclosure in the present 
specifciation so that one of skill in the art could readily practice treat inflammatory lung disease 
without undue experimentation. The test of enablement is not whether any experimentation is 
necessary, but whether, if experimentation is necessary, it is undue ( In re Angstadt, 537 F.2d 
498, 504, 190 USPQ 214, 219 (CCPA 1976)). 

However, this rejection is not addressed in detail herein. The Applicants would like to 
obtain a rapid allowance of claims 35, 46-47, 54 and 60, and claims that depend therefrom. 
Thus, claim 1-5, 10, 12, 13, 16, 18, 43-45, 50, and 57-59 are canceled. This renders the rejection 
moot. Applicants expressly reserve the right to prosecute the subject matter of claims 1-5, 10, 
12, 13, 16, 18, 43-45, 50, and 57-59 in a continuation application. 
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Conclusion 



Applicants have made every effort to place the present application in condition for 
allowance. In the unlikely event that anything further is required before the allowance of all of 
the pending claims, Examiner Archie is formally requested to contact the undersigned prior to 
issuance of the next Office action, in order to arrange a telephonic interview with the supervisory 
Examiner present. It is believed that a brief discussion of the merits of the present application 
may expedite prosecution. This request is being submitted under MPEP §713.01, which 
indicates that an interview may be arranged in advance by a written request. 



Respectfully submitted, 



One World Trade Center, Suite 1600 
121 S.W. Salmon Street 
Portland, Oregon 97204 
Telephone: (503) 595-5300 
Facsimile: (503) 595-5301 




By 
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